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Remarks 

Status of the Application 

Claims 15-36 were pending in the application at the time the Office Action was mailed. 
All were rejected and no claims were allowed. By this amendment claim 29 has been canceled, 
claims 37-41 have been added, and claims 15, 28. and 30 have been amended. Accordingly, 
claims 15-28 and 30-41 are presently pending and before the examiner for consideration. 

Rejections Under 35 U.S.C. S 11 2. First P^^i^o raph 

The Office Action rejected claims 15-26 and 28-35 for faihng to meet the written 
description requirement because the negative limitation "not at the Gist depth" was alleged to 
"not seem to have support in the original disclosure." The examiner cites to MPEP 2l73.05(i) 
about the use of negative limitations. Applicant respcctfiJly disagrees with this rejection and 
points out that MPEP 2173.05(i) clearly indicates that ".. .there is nothing inhei^ily ambiguous 
or uncertain about a negative limitation." The bounds of the limitation "not at the first depth" are 
clear and adequately described in the specification. For example, claim 15 recites **. . .at least one 
water intake positioned in die body of seawater at a first depth. . and . .at least one discharge 
port being positioned at a site not at the first depth." If the first depth is 30 meters below the 
surface of a body of water, then the site not a first depth is any other than 30 meters below the 
surface of the body of water, e.g., at the surface, 10 meters above the surface, 20 meters below 
the surface. 50 meters below the surface, etc. While periiaps not ipsis verbis, adequate written 
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description' support for this limitation is clearly found in the appUcation, notably in Figs. 6B and 
paragraph [0131]. 

The Office Action rejected claims 24 and 25 as not being enabled for allegedly not 
providing sufScient details of the instruments and sensory for one of ordinary skill in the art to 
determine the depth of a theimocline or plankton in a body of water. AppKcant disagrees with 
this assertion as instruments and sensors for deteimining the depth of a theimocline or plankton 
that would be suitable for the claimed invention were weU known at ihe time the application was 
filed and the enablement requirement does not require one to describe the details of technology 
that was weU known in the art at the time the application was filed.^ An example of instruments 
and sensors for detennining the depth of a theraiocline is described in US 5,834,641 to Sternal. 
A number of diflferent optical and acoustic devices for detecting plankton in a body of water 
were also well known before the application was filed.^ Accordingly, the teaching of the present 
application is clearly sufficient to enable a person of skill in this an how to make and use the 
invention of claims 24 and 25 without undue experimentation. 

Rejection Tinder TI S.C. 8S1Q9. nr 1 03 In View of Br^O^^ 



regardine guidelines for the wrinen description rcquiiemcnt. "If a skilled artisan would have 
undcistood the myenior to be in possession of the claimed invention at the time of ffling, even if every nuance of the 
claims ^ not exphcitly described in the specificadon, then the adequate description req^UiSiVi^^ fe^e % 

(CCPA 1972) (statmg die description need not be in ipsis verbis [i.e., "in the same words"] to be sufEcient") " 

USPOM 1?? nL^Jl^'^lTo??^"^ ^""^ ^ re/»»c/i;,er, 929 F.2d 660. 661. 18 

nf^S Q, ll/JfJ^^ V Monoclonal Antibodies, Inc., 802 FJZd 1367 1384 231 

American Hoist d Derrick Co., 730 F.2d 1452. 1463. 221 USPQ 481, 489 (Fed Or 1984) 

nSih^" ^rSr v^' ' of plankton, panicles, and hydrographic features across Georges Bank 

tVT^f ^1 *f ^'t^f.f^^^ Recorder." Deep-Sca Research Part U-Topical Studies in Oceanography^** (1- 

3) 2001; Benficldetal "ZOONaS: ahighicsolutiondiBitalcainerasysiemfor qnami^gzo^ 

and environm^al ^la". Amencan Society of Limnology and Oceanography. 2801 AgTtic S^en«sMeS 

nK TLTV^/J^™^ ^2-17, 2001; Davis ct al. "Micn,aggn:gatio^^Oceanic W^o^ ^ 

Sr^l^lT^ Microscopy". Science 257. 1992; fl^^^d Sr^th, "On JS^^L Acoustic Doppkr 

cuireat profiler to measure zooplankton abundance." Deep Sea Res. 36, 1989. wopp'cr 
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In the Office Action, claims 28, 29, 31, and 32 were rejected as being anticipated by or 
obvious over Bosley (US 6,348,148). Tie Office Action argues that Bosley at CoL 4, In. 65 
teaches roaldng desalinated water "on board a ship" and supports this with a parenthetical 
statement that a system "suspended" torn a ship would be "on-boaid." * Applicant has herewith 
amended the claims 28 and 30 to recite "on a sea-going v^sel" rather than "aboard a sea-going 
vessel" to clarify that the claim is not intended to encompass a method utilizing Bosley's device 
secured to a location in a body of water by cables attached to ships. 

Regarding claim 29. the Office Action argues that '*[c]oncentrate is mixed with seawater 
at discharge" and points to col. 4. his. 1-20 of Bosley. Although, claim 29 has herewith been 
canceled, independent claim 28 has been amended to recite "...diluting the concentrate with 
seawater to yield a diluted concentrate; discharging the diluted concentiate into the body of 
seawater at a site not at the fust depth." Like canceled claim 29, amended claim 28 is not 
anticipated by Bosley because Bosley fails to teach (i) dUuting the concentrate with seawater 
Vm^ to the step of discharging or (ii) discharging diluted concentrate into the body of seawater. 
Bosley instead teaches using ocean cmrent to mix undiluted concentrate with seawater after 
discharge. Regarding claim 30, Bosley's mixing after discharge is not the same as diluting the 
concentrate with seawater on the vesseL 

Rejection Under 35 U.S.C. 8S1Q2 or 1 03 In View of Krvlov 

In the Office Action, claims 15 and 28-30 were rejected as being anticipated by or obvious 
over Krylov (US 6.658,889). A rejection of these claims based on §102 is clearly improper 



28 s use of aboard. If this assua^Mion is incorrect, clarification is requested ^ J J «»™ 

I.e., tf diluted conceniratc is discharged, a step of diluting die concentrate must occur prior lo discharge 
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because Krylov feils to teach limitations present in independent claims 15 and 28 (as previously 
piBsented or cmrently amended). For example, claim 15 recites "a concentrate discharge system 
... comprising at least one discharge port," and claim 28 discloses a step of "...discharging the 
diluted concentrate into the body of seawater at a site not at the first depth." Krylov does not 
describe either a discharge port or a discharge step (of either tindiluted or diluted concentrate). 
The Office Action appears to admit that these hmitations are not expressly taught by Krylov. but 
argues that the reference inherently discloses these limitations by stating "...inherently, the ice 
sltish would be discharged at some point." 

MPEP §2112 inacates " '[i]n relying upon the theoiy of inherency, the examiner m.ist 
provide a basis in fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic nccessarilv flows from the teachings of the applied prior art.' Ex 
parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990)" and «[t]he fact that a certain 
result or characteristic may occur or be present in the prior art is not sufficient to estabhsh the 
inherency of that result or characteristic. In re Rijckaert, 9 F.3d 1531. 1534, 28 USPQ2d 1955, 
1957 (Fed. Cir. 1993)." The examiner states BCrylov inherently teaches discharge of the mixture, 
but does not provide any evidence supporting that any kind of discharge of ice slush would 
necessarp . V flow from Krylov. Moreover, the Office Action also fails to provide any evidence 
whatsoever showing that it is inherent that the ice slush discharge would be into a body of 
seawater as in claim 28 or via a discharge port as in claim 15. 

Although it might be within the reahn of possibility that (i) ice slush discharge, (ii) ice 
slush discharge into a body of seawater at a depth not at the firet depth, and (iii) ice slush 
discharge via a discharge port may occur or be present in Krylov. because Krylov is entirely 
silent on what happens to Ihe ice slush after being deposited in a fish storage tank (see Fig. 9), it 

WPB:2S6200:1 

12 

PAGE 1SI22'RCVDAT7/27/200611:10:46 AM [Eastern DayUghtTimei'SVRiUSPTO^FM^ 



07-27-2006 11:15 Fron-Rudsn McCiosky 5618323036 T-825 P. 016/022 F-370 

clearly cannot be concluded that either (i)-(iii) necessarily flows jfrom this reference. In feet, 
numerous other possibilities exist. First, Krylov's ice slush might never be discharged of at all 
For example. Fig. 9 suggests that melted ice slush is routed from the fish holding compartment to 
the ice slush tube for refreezing. Second, even if it could be definitively proven that the ice slush 
was discharged, such discharge might be into a land-based fecility rather than a body of 
seawaier. Land-based disposal is the most logical inference ftom Krylov because, for the 
purpose of preserving freshness, it would be desirable to keep the ice slush in contact with the 
fish even after ofF-loading to a land-based facility. Third, referring back to the first point, if no 
discharge was contemplated, then no discharge port would be required. And even if discharge 
was contemplated, various means other than a discharge port could be used, e.g., a bucket 
attached to rope which could manually operated by a person on Krylov's vessel. 

Rejection Under 35 TT.S C. S 103 Ih Vii^ w of the Comhin^ition of Lamoe and R^^l^y 

The Office Action rejected claims 15-23 and 28-35 as being obvious over the combination 
of Lampe (PCS-Preussag Conversion Systems) and Bosley. Applicant respectfully disagrees 
with this refection because the combination Lampe and Bosley fails to teach or suggest the 
mixing system of independent claim 15 or the step of discharging diluted concentrate of 
independent claim Lampe is entirely silent wi± regard to these two limitations. Bosley 
does not teach or suggest claim 15's: 

a mixing system ... instaUed on the first sea-going vessel ... and comprising a 
space in which concentrate can be mixed with seawater to form the diluted 
concentrate, an inlet for introducing concentrate into the space, an inlet for 
miroducmg seawater into the space, and an outlet for discharging the diluted 
concentrate fi-om the space; 



faae case of obviousness, ihc combmed p„or an lefer^nces must teach or suggest aU claim limitatioiis). 
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Rather than having such a mixing system, Bosley's apparatus features only a discharge pipe 
which directs imdilute4 concentrate into a mid-water area of the ocean where ocean cuixent is 
used to mix the discharged undiluted concentrate with the surrounding seawater. For this reason, 
Bosley also does not disclose a step of discharging diluted concentrate as recited in claim 28. 

The OfEce Action urges that Bosley teaches that concentrate discharge can have a 
negative effect on the environment and that the solution to this problem is to mix the concentrate 
with seawater. A significant difference, however, exists between Bosley's and appUcant's 
mixing of concentrate with seawater. Bosley simply dumps undiluted concentrate directly into a 
mid-water location in a body of water for dispersion by ocean current. In comparison, the 
present claims are directed to discharging concentrate that has already been diluted. Applicant's 
method allows significantly more control over the concenttate dilution process and thereby 
significanfly more control over mitigating damage to the environment. This advantage is 
particularly important on a sea-going vessel-based desalination system that might operate at 
different locations having different geographies, some of which might not allow placement of a 
discharge pipe at a mid-water location (e.g., at a shaUow location near shore) or at a location 
which exposes the discharged undiluted concentrate to an ocean current of sufficient strength to 
promote sufficient mixing to mitigate environmental damage. Neither Lampe nor Bosley 
appreciate or suggest the advantage of applicant's method. In fact, the most that the combination 
of Lampe and Bosley would suggest to an artisan skilled in this field would be to merely 
combine a ship-based system with a concentrate discharge pipe extending into the mid-water in 
an area with sufficient ocean cuiient to mix the concentrate with surrounding seawater. The 
combination of these references in no way suggests appUcant's invention because neither teaches 
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or suggests the desirabiHty of diluting concentrate before discharge. Thus the combined 
references cannot render the presently claimed invention obvious within the meaning of 35 
U.S.C. §103. 

Regarding the rejected claims that depend fi-om claims 15 and 28, the Office Action 
admits that the combination of Lampe and Bosley fails to teach a number of the limitations 
recited therein,^ but argues that the missing limitations each have equivalents described in Bosley 
and that in view of In re Fout,^ Lampe and Bosley need not expressly suggest substituting the 
aUeged equivalent components. Applicant disagrees with this argument for the reasons 
presented below. 

Claim 16 recites "...the first sea-going vessel has a draught of more than 10 meters and 
the apparatus for taking up seawater from the body of seawater comprises a sea chest fonned in 
the lower portion of the hull of the first sea-going vessel." Neither Lampe nor Bosley teach these 
limitations or any equivalent of these limitations. Relying on Gardner v. TEC Systems,' the 
Office Action argues that the limitation of the "...vessel having a draught of 10 meters- tfiis 
pertains only to the size of the ship, which is not patentable." The foregoing implies that 
Gardner stands for the general proposition that recitation of the size of a claim element cannot 
render the claim patentable. Claim 16, however, is not limited to merely a ship having a 
particular draft, but recites among other tilings the particular draft in combination with a sea 
chest. As the OfBce Action notes, the court in Gardner held that where the acJjJ difference 
between the prior art and the claimed subject matter was a recitation of relative dimensions of the 



an^diStt^Thi water mtake and concentrate discharge, the intake at below the thermoclinc red. 

discharge above, the concentrate discharge having a plurality of ports, a mixing space aboard the S 
going vessel havmg a draft of 10 meteis. and a sea chest. 5 space aooara ine snip, 

675 F. 2d 297 ((XPA 1982). 
' 725 F.2d 1338 (Fed. Cir. 1984). 
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Claimed device and a device having the claimed relative dimensions would not perfonn 
differently than the prior art device, the claimed device was not patentably distinct from the prior 
art device. In the present case, the cited dimensions relate to intake at a prefeired depth with 
respect to a thermocline or plankton layer and are important for performance of the claimed 
desalination system. To illustrate, in a case where the plankton level is very near the surface of a 
body of water, a vessel with a draught of less than 3 meters and a sea chest intake would not 
likely be able to minimize plankton intake, whereas one with a draught of greater than 10 meters 
would. Thus, refenring again to the Gardner case, the relevant dimension in this case could 
cause the vessel to perform differently. 

Regarding claim 17, neither Lampe nor Bosley teach or suggest a "...water intake 
member extendible from the huU into the body of seawater. wherein the water intake is on the 
distal end of the water intake member and the first depth is greater than ten meters" or any 
equivalent thereof. The OfBce Action does not provide a specific reason for this rejection. 
Clarification is requested. 

Regarding claim 19, neither Lampe nor Bosley teach or suggest a discharge pon at the 
indicated site. Moreover, in Bosley's device, discharge of concentrate at a depth shallower than 
the intake would appear to defeat the purpose of its mid-water discharge. Lampe and Bosley 
also fell to teach or suggest claim 20*5 . .wherein the at least one discharge port is positioned in 
or below a thermocline and dxe first dqjth is above the thermocline;" claim 21's "...wherein the 
at least one discharge port is positioned above a thennocline and the first depth is in or below the 
thennocliner- claim 22's "...wherein the water intake is movable such that the water intake 
system can intake water from various depths to reduce the intake of plankton;" or claim 23's 
"...wherein the first sea-going vessel comprises a sea chest formed in the lower portion of the 
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hull of the first sea-going vessel and a water intake member extendible from the hull into the 
body of seawater, and the water intake system can utilize either the sea chest or the water intake 
member to intake seawater." 

As to claims 29-31 and 33-35 (claim 29 has herewith been canceled, but apphcants 
request clarification of the rejection) which depend fi-om claim 28, applicant does not believe 
that any of these additional limitations are taught or suggested by Lampe or Bosley. 

Each of the limitations in the foregoing dependent claims provides advantages to the 
subject desaUnation system depending on its panicular appUcation. None of these advantages 
are appreciated by Lampe or Bosley. Further, the Office Action does not provide ^ecific 
reasons for these rejections. In order for the applicant to form a comprehensive response to each 
of these rejections, the specific reason for the rejection of each of these dependent claims is 
requested. The Office Action appears to aigue that equivalents for each of these limitations are 
found in Lampe or Bosley and cites to Jn re Fout for the proposition that an express suggestion 
to substitute one equivalent for another is not necessary to render such substitution obvious. 
Applicant respectfully disagrees that equivalents for these limitations are found in Lampe or 
Bosley and requests that the examiner either withdraw the rejection or more clearly describe all 
of the components/steps in Lampe or Bosley that arc equivalent to the limitations in the 
foregoing claims so that applicant can fomi a pointed response to this rejection rather than a 
general demurrer. 

Refection Under TT 5; P ^ 103 In View of the Combinatinn T .^ ,>e. Bo.1ev .nH 

The Office Action rejected claims 26, 27 and 36 as being obvious over the combination of 
Lampe, Bosley. and Husick (US 5,830.366). More particularly, the Office Actions states that 
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Husick teaches an aspirator or jet pump for niixmg wii$te water and that it would have been 
obvious to use this teaching in the combination of Lampe and Bosley. The Office Action fails to 
make out a prima fecie case of obviousness because it does nor state any motivation or 
suggestion to combine Husick's jet pump with the teachings of Lampe and Bosley."' Applicant 
cannot find anything in Lampe or Bosley which suggests it would be advantageous or useful to 
add Husick's jet pmnp. Applicant also cannot fathom why one of skill in the art who has 
envisioned Lampe's system in combination with Bosley's would look to Husick for a jet pump. 
Withdrawal of the rejection or recitation of the suggestion/motivation to combine Husick with 
Lampe and Bosley is therefore requested. 

New Claims 

New claims 37-41 are believed patentable over the prior art. None of the references cited 
in the Office Action teach a means for regulating the salinity level of the concentrate to a level 
substantially equal to the salinity level of the seawater at the area where the concentrate is 
discharged or a means for regulating the temperature of the concentrate substantially equal to the 
temperanire of the seavy^er at the area where the concentrate is dischajrged. 

Conclusion 

In view of the foregoing, reconsideration of the outstanding rejections is requested as the 
cmxently pending claims are supported throughout the specification and are patentable over the 



teacluags.") orawaiy s«ii in tne art. to modily ihc refCTcnce or to combine reference 
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prior art. No new matter has been added. Tins application is now in full condition for allowance, 
and such action is respectfully requested. 

The Conumssioner is hereby authorized to charge any undeipayment or credit any 
overpayment of fees under 37 CER 1.16 or 1.17 as required by this paper to Deposit Account 50- 
3110, 

The examiner is cordiaUy invited to caU the undersigned if clarification is needed on any 
matter within this response, or if the examiner believes a telephone interview would expedite the 
prosecution of the subject application to completion. 

Respectfully submitted, 



Date: July 27, 2006 



Docket No. 8021-28 



Stanley ^Kim, Ph.D., Esq. 
Registration No. 42,730 
RUDEN McCLOSKY, SMITH, 
SCHUSTER & RUSSELL. P.A. 
222 Lakeview Avenue 
Suite 800 

West Palm Beach, FL 33401-6112 
Telephone: (561) 838-4512 
Facsimile: (561) 514-3412 
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